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REMARKS 

Claims 1-55 were exanuned and reported in the Office Action. Claiins 1-55 are 
rejected. Qainfis 2, 7 and 55 are £imended. Claims 1-55 remain. 

Applicants request reconsideration of the application in view of the following 
remarks. 

t^e Drawings 

It is asserted in the Office Action that the drawings are objected to. Applicant has 
amended titie drawings as suggested In the Office Action to overcome the objections. 
Approvalis respectfully requested. 

It is asserted in the Office Action that claims 1-55 are rejected in tihe Office Action 
under 35 U.S.C. § 103(a), as being unpatentable over U.S. Patent No. 5,99l;488 issued to 
Salamon et al. ( "Salamon ") in view of U.S. Patent No. 5,677,769 issued to Bendett 
C'Efindett")- Applicant respectfully disagrees. 

According to MPEP 2142 """[tjo establish a prima facie case of obviousness, three 
basic criteria must be met. First, there must be some suggestion or motivation^ either 
in the references themselves or in the knowledge generally available to one of ordinary 
skill in the art, to modify the reference or to combine reference teachings. - Second, 
there must be a reasonable expectation of success. Hnally, the prior art reference (or 
references when combined) must teach or suggest all the claim limitations. The 
teaching or suggestion to make the daimed combination and the reasonable 
expectation of success must both be found in the prior art, and not based on applicant's 
disclosure.'' fin re Vaeck , 947 F.2d 488, 20 USPQ2d 1438 (Fed. Cir. 1991)). ^Further, 
according to MPEP 2143.03, "[t]o establish prima fade obviousness of a claimed 
invention, all the daim limitations must be taught or suggested by the prior art. (In re 
R gyka^ 490 F.2d 981, 180 USPQ 580 (CCPA 1974)." "All words in a claim rnustbe 
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considered in judging the patentability of that claim against the prior art*"! fin re 
Wilson . 424 F,2d 1382, 1385, 165 USPQ 494, 496 (CCPA 1970), emphasis added). 

Applicant's claim 1 contains the limitations of ''[a]n active ion-doped 
waveguide-plasmon resonance (AID WPR) sensor for analyzing a sample placed 
adjacent to a conductive thin filirv comprising a conductive thin film for providing 
surface plasmons; a dielectric medium disposed at one side of the conductive thin film; a 
light source for eimtting an incident light beam to the conductive thin film through the 
dielectric medium; a dielectric thin film doped with active ions capable of fluorescing by 
being exdted with the incident light beam, the dielectric thin film deposited at die 
surface of the conductive thin film opposite to the dielectric medium to act as an 
waveguide of surface plasmon waves and having a surface on which a sample is 
immobilized; arid a photodetector for receiving and determining the intensity of 
fluorescence from die active ions/' 

Applicants daim 29 contains the limitations of "[a]n active ion-doped 
wavelengfh-plasmon resonance imaging system for imaging a sample placed adjacent 
to a conductive thin film, the Imaging system comprising: conductive film' arrays for 
providing surface plasmons; a dielectric medium disposed at one side of the coiiductive 
film arrays; a light source for emitting an incident light beam to the conductive film 
arrays through the dielectric medium; dielectric film arrays doped with active ions 
capable of fluorescing by being excited with the incident light beam, the dielectric thin 
film deposited at the surface of the conductive film arra3rs opposite to the dielectric 
medium to act as an waveguide of surface plasmon waves and having a surface ori 
which a sample is immobilized; and a photodetector for receiving the flucirescence from 
the active ions and imag;Lng the sample from fluorescent intensity variations between 
each conductive film array/' 

In other words^ Applicants daimed invention asserts a sensor and system for 
measuring the absorptjon of an inddent light beam through SPR. The active ion-!doped 
waveguide-plasmon resonance (AID WFR) sensor as claimed by Applicant uses a 
dielectric thin-film doped with active ions of an element or organic dye capable of 
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fluorescing through absorption of an incident light bearrw in proportiocn to:the intensity 
of the absorbed light beam, and determines the absorption of the incident light bfeam 
from fluorescence variations of the active ions. 

SalamOQ discloses a coupled plasmon waveguide resonators (CPWR) sensor 
having an incident light beam> The sensor is coupled into the surface plasmon mode 
between the surface of a metal thin film and a dielectric thin film and propagates along 
the dielectric thin film. In the CPWR sensor disdosed by Salamon . the CPWR of 
attenuated total reflection leaky mode is observed at an angle smaller thari the . 
resonance angle of the surface plasmon resoruuice (SPR) sensor, tiiereby increasing 
sensitivity. 

Further/ the CPWR sensor disclosed in Salamon measxires the resonance angle 
from the intensity of reflected lig ht (reflectance) received by a photodetector. 
Applicant's claimed invention, however, claims a sensor and system for measuring the 
absorption of an incident li^t beam through SPR. Salamon. however, does not teach, 
disclose or suggest the principle of using absorption of the incident light beam from 
fluorescence variations of the active ions, either explicitly or implicitly. 

Bendett disclose an optical sensor that uses rare earth doped optical waveguide 
and laser, which are publicly known in the wired optical telecommunication field; 
Bendett just replaces the waveguide of the known integrated optical sensor with a rare 
earth waveguide. The optical sensor disclosed in Bendett includes an integrated optic 
waveguide having reflectors located at opposite ends of a rare earth doped chaiinel to 
amplifychanges inthe wavelength (of an incident beam). Amplification, however, 
cannot be obtained without the reflectors because a laser cavity cannot be formied 
witiiout the reflectors. Therefore, one cannot lead to an optical amplifier as asserted in 
the Office Action just by substituting the dielectric thin film of Salaxnon with the rare 
earth doped channel wittiout the reflectors. Moreover, Applicant's claimed invention 
does not aim to amplify changes in the wavelength of an incident beam (i.e.. Applicant's 
daimed invention detects intensity of fluorescence of the active ions to obtain the 
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absorption of the incident light beam). Further, Applicant's claimed invention does not 
require reflectors at the ends of Ihe dielectric thin film. 

The combination of Salamon and Bendett must include the reflectors of Behdett 
at the ends of a. dielectric thin film of Sakmoo. But, tlie Salamon and Bendeit references 
are based on principles tiriat are completely distinguishable from one auiot . 
Therefore, there would not be any motivation to combine the two references, as the 
resulting invention would not result in Applicant's claimed invention. 

Neither Salamon, Bendett, nor the combination of the two, teach, disclose or 
suggest the limitations contained in Applicant's claims 1 and 29, as listed above.: Since 
neither Salamon , gendett, nor the combination of the two, teach, disclose or suggest all 
the limitations of Applicant's claims 1 and 29, as listed above, there would not be any 
motivation to arrive at Applicant's claimed invention. Thus, Applicant's claims 1 and 29 
are not obviovis over Salamon in view of Behdett since a prima facie case of obviousness 
has not been met under MPEF §2142. Additionally, the claims that directiy or indirecfly 
depend from amended claims 1 and 29, namely claims 2-28, and30-55, respectively, 
would also not be obvious over Salamon in view of Bendett for'the same reason. 

Accordingjly, withdrawal of the 35 U,S.G. § 103(a) rejections for claimls 1-55. are 
respectfully requested. 
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CONCLUSION 



In view of the foregoing, it is believed that all claims now pending, inamely 1-55, 
patentably define the subject invention over the prior art of record and are in condition 
for allowance and such action is earnestly solicited at the earliest possible date. 

If necessary^ the Commissioner is hereby autliorized in this, concurrent and 
future relies, to charge payment or credit any overpayment to Deposit Account No. 
02-2666 for any additional fees required under 37 C.F.R. §§ 1.16 or 1.17, p^cularly 
extension of time fees. 

Respectfully submitted, 

BIAKELY, SOKOLOFF, TAYIOR, ^ ZAFMAN 



Dated: Ft^hmaTy 20. 2004 



12400 Wilshire Boulevard 
Seventh Floor 

Los Angeles, California 90025 
(310) 207-3800 



By 




Steven Laut, Reg. No, 47,736 
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